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DETAILED ACTION 

1 . This action is in response to the papers filed October 1 0, 2006. 

2. Currently, claims 33, 35-36, 38-39, 41 , 44-46, 48-52, 54-69 are pending. 

3. All arguments have been thoroughly reviewed but are deemed non-persuasive 
for the reasons which follow. 

4. Any objections and rejections not reiterated below are hereby withdrawn in view „ 
of the amendments to the claims. 

5. This action contains new grounds of rejection. 


Claim Rejections - 35 USC § 112- Second Paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 35-36, 54, 56, 58, 60, 65-66 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. 

A) Claims 35, 54, 56, 58, 60, 65-66 are directed to "polymeric sheet" or "cover 
sheet". These recitations lack antecedent basis because the independent claim from 
which each of the claims depends is drawn to a "transparent polymeric sheet" or a 
"transparent cover sheet." Appropriate correction is required. 

B) Claim 36 is indefinite over the recitation "second surface" because it is 
unclear what second surface is being referred to. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

8. Claims 33, 35-36, 38, 41 , 44-46, 48-51 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Pierce (US Pat. 2,006,744, 1935) in view of Draper (US 
6,007,104, December 28, 1999) and further in view of Ballard (5,709,746, January 
1998). 

With respect to Claim 36 and the limitation that the structure contains information 
as to how to use the storage structure, the inclusion of instructions is not considered to 
provide a patentable limitation on the claims because the instructions merely represent 
a statement of intended use in the form of instructions in a kit. See In re Nqai . 367 F.3d 


Application/Control Number: 10/069,313 Page 4 

Art Unit: 1634 

1336, 70 U.S.P.Q.2d 1862 (Fed. Cir. 2004)(holding that an inventor could not patent 
known kits by simply attaching new set of instructions to that product). 

Pierce teaches a finger print recorder. The finger print recorder of Pierce 
contains a sheet member (1 ) of transparent material with an adhesive coating (2). 
Specifically Pierce teaches the finger print recording is on a protected transparent 
record member by applying a piece of transparent sheet material coated with a suitable 
adhesive. A protective sheet of transparent material is applied to the adhesive coated 
side of the sheet to enclose the fingerprint thereon and provide a permanent finger print 
record that is an accurate reproduction of the original. Pierce suggests preserving the 
quality of the adhesive by keeping the adhesive applied to some surface to prevent it 
from collecting foreign matter. Pierce teaches that the tab may be indexed with any 
suitable information necessary to the recording and filing of the finger print recorder. 

Pierce does not specifically teach using a backing sheet to protect the adhesive 
from foreign matter or a bar code for identification and recording of the fingerprint. 

However, Draper teaches a form of identification material is printed on the 
substrate. The identification material comprises a machine readable bar code and 
identification number specifically to identify the biographical data, insurance information, 
and instructions (col. 3,lines 45-55). A device with a bar code provides a means to 
update all the information in an identical manner so that all pertinent information can be 
immediately and accurately assessed (col. 5, lines 25-33), 
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Moreover, Ballard teaches a self-contained fingerprint kit which comprises 
releasably secured sheets. Ballard teaches the release sheet is used to cover an 
adhesive and may be readily removed to expose the adhesive (col. 4, lines 25-35). 

Therefore, it would have been prima facie obvious to the ordinary artisan at the w 
time the invention was made to have modified the fingerprint structure taught by Pierce 
to allow for the identification and automated identification of the structure by adding a 
barcode to the structure and to have used a release liner to protect the adhesive prior to 
use. The ordinary artisan would have used a bar code or other non-functional printed 
matter on the fingerprint structure to allow for identification of the source in an easy, 
reliable manner. Using a bar code allows for automated identification of the structure as 
taught by Draper. Further, utilizing a backing sheet for the Pierce structure would 
protect the adhesive and allow for the use of permanent adhesive which when 
contacted to the base sheet could not be tampered with. The releasable sheet, taught 
by Ballard would be readily removed to expose the adhesive on the Pierce finger print 
structure and subsequently allow the security of the samples collected. 

9. Claims 33, 36, 38-39, 41 , 44-46, 48-52, 54-69 are rejected under 35 

U.S.C. 103(a) as being unpatentable over Chang (US Pat 6,162,485, December 2000) 

in view of Draper (US 6,007,104, December 28, 1999). 

With respect to Claim 36 and the limitation that the structure contains information 
as to how to use the storage structure, the inclusion of instructions is not considered to 
provide a patentable limitation on the claims because the instructions merely represent 
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a statement of intended use in the form of instructions in a kit. See In re Naai . 367 F.3d 
1336, 70 U.S.P.Q.2d 1862 (Fed. Cir. 2004)(holding that an inventor could not patent 
known kits by simply attaching new set of instructions to that product). 

Chang teaches a finger printing system which comprises a transparent substrate 
with a reactive adhesive composition comprising a pressure-sensitive adhesive (col. 4, 
lines 1-5). The transparent substrate bearing the reactive adhesive is separated or 
peeled from said first substrate (col. 4, lines 41-45). This allows the visible image to be 
permanently protected by the transparent member which is adhered to the print-image 
forming area by the reactive adhesive. As seen in Figure 3A, 3B, 3C, the device 
comprises numerous layers for analysis. The device is a simple, defacement-proof 
fingerprinting system (col. 4, lines 65-66). Chang teaches that the substrate is paper 
(16) in Figure 2. The substrate (16) may be paper, plastic or the like (col. 9,lines 1- 
3)(limitations of Claim 38). Chang further teaches that the device comprises a release 
liner (26) which is attached by a reactive pressure-sensitive adhesive layer (28)(col. 9, 
lines 20-23)(limitations of Claim 41). The release liner is adhered to the substrate (16) 
of the security document on the non-release side of the release liner (26) by means of a 
permanent laminating or non-pressure sensitive adhesive (30)(col. 9, lines 22-26). The 
transparent film (24) along with the pressure-sensitive adhesive (28) can be easily 
peeled away from the release liner. The transparent film may be polyethylene, 
polypropylene, for example (col. 10, lines 37-40)(limitations of Claim 54). The reactive 
pressure sensitive adhesive is preferably coated on the release surface (col. 10, lines 
46-48). The device is used to image finger prints (limitations of Claims 44-46, 48-51 ). 
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The device can contain additional absorbent materials for fingerprinting (see (32), (20), 
for example). 

Chang does not specifically teach a bar code on the reverse surface to identify 
the biological sample. 

However, Draper teaches a form of identification material is printed on the 
substrate. The identification material comprises a machine readable bar code and 
identification number specifically to identify the biographical data, insurance information, 
and instructions (col. 3, lines 45-55). A device with a bar code provides a means to 
update all the information in an identical manner so that all pertinent information can be- 
immediately and accurately assessed (col. 5, lines 25-33), 

Therefore, it would have been prima facie obvious to the ordinary artisan at the 
time the invention was made to have modified the fingerprinting system of Chang which 
uses identification by handwriting with a machine readable bar code of Draper. The 
ordinary artisan would have used a bar code or other non-functional printed matter on 
the fingerprint structure to allow for identification of the source in an easy, reliable 
manner. Using a bar code allows for automated identification of the structure as taught 
by Draper. 

Conclusion 

10. No claims allowable over the art. 

1 1 , Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Jeanine Goldberg whose telephone number is 
(571) 272-0743. The examiner can normally be reached Monday-Friday from 7:00 a.m. 
to 4:00 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ram Shukla, can be reached on (571 ) 272-0735. 


Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

The Central Fax Number for official correspondence is (571 ) 273-8300. 


Jeamine Goldberg/ 

Primary Examiner , 

December 22, 2006 



